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DETAILED ACTION 

Acknowledgment is made of the amendment filed 1/1 1/2007. Accordingly claims 
1, 10, 18 have been amended. 

Response to Arguments 

Applicant's arguments filed 01/1 1/2007 have been fully considered but they are 
not persuasive. 

Applicant argues that the arms of Hoh are not wave shaped because they do not 
have peaks and troughs. Examiner disagrees with this noting that the "striations" of the 
arms do have peaks and troughs and that they are wave shaped. 

Applicant argues further that the grooves run long ways along the arms and 
would butt up against the edges of a gap with smaller dimensions than the distance 
between the peak and trough and that therefore the shim would never fit insid et gap to 
exert outward pressure. Examiner disagree with this noting that the shim may be 
inserted into a smaller gap in various ways and from many sides and angles and that it 
would be possible for the shim to fit inside the gap to exert outward pressure. Examiner 
further notes that the arms of Hoh are compressible as any material is inherently 
compressible under the appropriate amount of applied pressure. 

Applicant argues that Colt does not disclose a wave shaped arm. Examiner 
disagrees noting that applicant's own cited definition of wave shaped includes "to follow 
a curving line" which the arm of Colt does when following the line of the arm starting at 
element 10 and continuing to element 1 1 (as seen in figure 1). Examiner further notes 
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that the arms of Colt are compressible as any material is inherently compressible under 
the appropriate amount of applied pressure. 

For these reasons applicant's arguments are not convincing and an examination 
of the claims is presented below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 6-7, 10-12, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hoh et al. (4232068). 

In regards to claim 1: Hoh et al. teaches a shim (1), comprising a body with a 
first portion (2) and a second portion (3); and a slot (Figure 2) dividing the first portion of 
said body into a pair of compressible wave-shaped extending arms (2 and 3) that are 
capable of being compressed when inserted into a gap defined by opposing surfaces 
and having a dimension smaller than a distance between a trough and a peak of the 
wave and thereby exerting outward pressure on the surfaces of the gap. 

The amended limitation add to the claim is a recitation of an intended use, which 
does not further limit the structural features of the claimed invention. It has been held 
that a recitation regarding the manner in which a claimed apparatus is intended to be 
used does not differentiate the claimed apparatus from a prior art apparatus which 
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satisfies the claimed limitations. Since the apparatus of Hoh is capable of the claimed 
intended use the claim limitations are anticipated by the prior art. 

In regards to claim 2: The shim according to in claim 1 above, which further 
comprises a tab (5) attached to said body at a side opposite said wave-shaped 
extending arms. 

In regards to claim 3: The shim according to claim 2 above, wherein said tab is 
attached to said body via an area of reduced body material (6) at a junction point 
between said tab and said body. 

In regards to claim 6: The shim according to claim 1 above, wherein at least one 
area of reduced body material exists at corresponding locations along each of said 
wave-shaped extending arms (2a and 3a). 

In regards to claim 7: The shim according to claim 1 above, wherein said body is 
comprised of a single piece of material (Figure 3). 

In regards to claim 10: Hoh et al. teaches a shim assembly comprising a plurality 
of bodies (Figure 5), each with a first portion (2) and a second portion (3) and formed 
with a slot dividing the first portion into a pair of compressible wave-shaped extending 
arms that are capable of being compressed when inserted into a gap defined by 
opposing surfaces and having a dimension smaller than a distance between a trough 
and a peak of the wave and thereby exerting outward pressure on the surfaces of the 
gap, and each of said wave-shaped bodies are removably attached to at least one other 
one of said wave-shaped body (Figure 5 and Col. 4, line 3). 
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The amended limitation add to the claim is a recitation of an intended use, 
which does not further limit the structural features of the claimed invention. It has been 
held that a recitation regarding the manner in which a claimed apparatus is intended to 
be used does not differentiate the claimed apparatus from a prior art apparatus which 
satisfies the claimed limitations. Since the apparatus of Hoh is capable of the claimed 
intended use the claim limitations are anticipated by the prior art. 

In regards to claim 11: The shim assembly according to claim 10 above, which 
further comprises a tab (5) attached to each of said bodies at a side opposite said 
wave-shaped extending arms (Figure 5). 

In regards to claim 12: The shim assembly according to claim 1 1 above, wherein 
said tab is attached to said body via an area of reduced body material (6) on each said 
body at a junction point between each said tab and each said body. 

In regards to claim 15: The shim assembly according to claim 10, wherein at 
least one area of reduced body material exists at corresponding locations along each of 
said wave-shaped extending arms (2a and 3a; Figure 5). 

Claims 1-2 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Colt (1552912). 

In regards to claims 1: Colt teaches a shim, comprising a wave-shaped body (as 
depicted in Figure 2) formed with a slot (8) dividing a portion of said body at an end 
thereof into a pair of compressible wave-shaped extending arms (12 and 13) that are 
capable of being compressed when inserted into a gap defined by opposing surfaces 
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and having a dimension smaller than a distance between a trough and a peak of the 
wave and thereby exerting outward pressure on the surfaces of the gap. 

In regards to claim 2: The shim according to in claim 1 above, which further 
comprises a tab (10) attached to said body at a side opposite said wave-shaped 
extending arms. 

In regards to claim 9: The shim according to claim 1 above, wherein at least one 
of said extending arms has a first surface and a second surface opposite said first 
surface, and said extending arm (12 or 13) is formed with at least one through-hole (17) 
running from said first surface to said second surface. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 18-19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hoh et al. (4232068). 

Claim 18 merely recites the obvious method of inserting the shim of claim 1 
above. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to insert a shim into a gap as it is well known in the art to insert 
shims in a gap between two elements. 

In regards to claim 19, Hoh et al. teaches the tab portion to be removable after 
proper location of the shim. 
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Claim 20 merely recites the obvious method of removing the portions after 
insertion. Further, Hoh et al teaches that the leg portions may be broken off to adjust 
the length of the legs (abstract), but is silent in regards to when to break them off. It 
would be obvious to one of ordinary skill in the art at the time the invention was made to 
break off extra length after insertion to ensure the shim is of the correct length. 

Claims 4, 8, 13, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hoh et al (4232068) in view of Grove Products Inc. 

In regards to claims 4 and 13: Hoh et al. teaches a shim as in claims 1-2 and 10- 
1 1 above having an area of reduced material at the tab for breaking off the tab after 
insertion, but does not teach the shim to have a groove being a complete void of 
material extending from the edge of the tab toward the center region of the tab. Grove 
Products Inc. teaches a shim having a tab with an edge and a perpendicular surface 
with a parallel surface wherein there is a groove, being a complete void of material 
extending from the edge in a direction towards a center of the tab, for ease in breaking 
off the tab after insertion. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify the shim of Hoh et al. to have a groove as 
in the shim of Grove Products Inc. as such a modification would make for a more 
defined break-off point with less material attaching the two members together. 

In regards to claims 8 and 16: Hoh et al. teaches a shim as in claims 1 and 10 
above having an area of reduced material at the legs of the shim for breaking off the 
extra length of the leg after insertion, but does not teach the shim to have a groove 
being a complete void of material extending from the edge of the tab toward the center 
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region of the leg. Grove Products Inc. teaches a shim having a leg with an edge and a 
perpendicular surface with a parallel surface wherein there is a groove, being a 
complete void of material extending from the edge in a direction towards a center of the 
leg, for ease in breaking off the extra length of the leg after insertion. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the shim of Hoh et al. to have a groove as in the shim of Grove Products Inc. as 
such a modification would make for a more defined break-off point with less material 
attaching the two members together. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Golt 
(1552912) in view of Hartin (DES 423909). Colt teaches a shim as in claim 1 above, 
where the shim has through-holes for securing the shim to an element, but does not 
teach the through-hole being located in the tab portion of the shim. Hartin teaches a 
shim having a tab with a through-hole. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the shim of Colt to have a 
through-hole located in the tab portion as such a modification would allow for easier 
access to the hole for securing the shim to an element. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hoh 
(4232068) in view of Colt (1552912). 

In regards to claim 17: Hoh discloses the shim as in claim 10 above, but does 
not expressly disclose at least one through-hole in the extending arms. 
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Colt discloses a wave shaped shim with extending arms where each arm has a 
first surface (top) and a second surface (bottom) and at least one through-hole. (17) 
running from said first surface to said second surface. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the shim of Hoh to have through-holes as disclosed by 
Colt as the through-holes allow for fasteners such as nails or screws for more securely 
positioning the shim in place. 

Allowable Subject Matter 

Claim 14 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claims 21-24 are allowed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

* 

examiner should be directed to Jessica Laux whose telephone number is 571-272- 
8228. The examiner can normally be reached on Monday thru Friday, 6:30am to 
2:30pm (est). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Friedman can be reached on 571-272-6842. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 
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02/01/2007 




